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DETAILED ACTION 
Response to Amendment 

1 . Applicant's amendments and remarks filed on 04/27/2009 have been 
acknowledged. Claims 3-7 have been canceled, claims 26-31 have been added, 
while claims 15-25 stay withdrawn from consideration. 

2. The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office Action. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

4. Claims 26-31 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. 

In particular, the newly submitted claims 26-27 and 29-30 recite, 
respectively, blocking elements having cross-section (s) larger than the cross- 
section^) of the wells, and the blocking elements with cross-section(s) larger 
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than the cross-section(s) of the spaces between the wells. Upon further 
reviewing the original specification, Examiner found no support for these 
limitations, which, therefore, constitute a new matter. The original drawings are 
schematic and do not provide sufficient support for the features in question. 
5. Claims 1-2, 8-10, 13-14 and 26-31 are rejected under 35 U.S.C. 112, 
second paragraph, as being unclear for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

Claim 1, as amended, recites column shaped blocking elements allowing 
beads of different diameters to be "blocked and stacked in interstices" between 
the blocking elements arranged to form wells configured to receive beads of a 
first preset diameter, and spaces between the wells configured to receive beads 
of a second preset diameter. It is unclear whether or not the height of the 
intended blocking elements must be at least two times the diameter of an 
imaginary circle(s) inscribed into the cross-section(s) of the wells and/ or inter- 
well spaces. See also claim 29. 

The amended claim 10 recites the blocking elements having a height that 
"allows at least two second diameter beads to be stacked in the interstices 
between the blocking elements". It is not clear whether or not the recited 
"interstices" are the same as the "spaces between the wells' of claim 1 . 
See also claim 28. 

With respect to claims 26-31, the "traverse cross-section", is unclear. 
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Claim Rejections - 35 USC § 102 

6. Claims 1-2, 8-10, 13-14 and 26-31 are rejected under 35 U.S.C. 102(a) 
and (e) as anticipated by Yu et al. (US 20030091475). 

With respect to claims 1-2, 26-27 and 29-30,Yu et al. disclose, as was 
discussed previously, a bead trapping device comprising a chamber ['tank having 
a cavity'] formed by cap 78, seal 79 and substrate 70. The chamber further 
includes integrally formed posts 74 ['blocking elements'] and inlets / outlets 77 
["import / output means']; the "posts being patterned to form cavities ['wells'] 
between the posts, the cavities having a diameter between 0.5 microns and 200 
microns"- (see Figure 7 and paragraphs [0002], [0003], [0005]). The cavities may 
form an irregular pattern. Figure 16 shows posts 164 forming cavities 165. The 
gap ['interstice', 'space'] between the two posts arranged in the center appears to 
be different from the gap between the two posts arranged in the front, the latter 
defining the size of the beads to be blocked by cavity 165 ['first preset diameter']; 
the former defining the size of the beads which can be blocked between the two 
central posts ['second preset diameter']. Yu et al. also teaches that adjacent 
posts 164 may be connected to "form more complex shapes"-(see [0039]). 

Referring to claims 8-9, Figure 3 shows posts of various cross sections, 
including those instantly recited. 

Regarding claims 10, 28 and 31, Figures 14 A-B show the posts 
configured to allow beads of different diameters to be stacked in the interstices 
in-between. 
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With respect to claims 13-14, Yu discloses beads having both uniform and 
different sizes in [0029] and [0036]. As to the beads being functionalized 
differently or the same, the apparatus of Yu is configured for various 
biotechnological applications, such as DNA analysis, or drug screening (see 
above) which requires beads being functionalized in both fashions, depending on 
a particular goals of the testing. 

Response to Arguments 

7. Applicant's arguments filed 04/27/2009 have been fully considered but 
they are not persuasive, or moot in view of the new ground of rejection. 

Applicant argues that "Yu's bead trapping device does not employ 
blocking elements which can block different diameter beads in the interstices 
between the blocking elements at preset locations in an ordered way. Yu's 
blocking elements are not distributed so as to obtain a positioning of the beads 
as a function of their diameters and to constitute wells intended to receive beads 
of a first preset diameter and spaces between the wells intended to receive 
beads of a second preset diameter". Examiner disagrees. The post patterns of 
Yu are clearly capable of blocking beads of different diameters (see, for example, 
Figure 16, showing posts arranged so as to form gaps of different sizes, each 
gap limiting the diameters of the beads to be retained, thus providing bead 
distribution as a function of the bead sizes). Regular patters of posts are also 
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capable of retaining beads having different sizes, since the distance between the 
posts defines ['presets'] only an upper limit for the bead diameters. 

Applicant further argues that "the primary reason Yu's disclosure is 
deficient in describing all the features of Applicant's claimed invention is that Yu 
does not contemplate separating and trapping beads of two distinct diameters at 
preset locations in an ordered way. Yu's bead trapping device designed to trap 
uniformly sized bead". Examiner would like to emphasize that the post patterns of 
Yu, both regular and irregular, are inherently capable of retaining beads of 
various diameters at preset locations in an order defined by a post pattern. 
See the discussion above. 

Applicant further argues that "Yu's blocking elements do not block smaller 
diameter spherical beads in the interstices between the blocking elements at 
preset locations in an ordered way. Persons having ordinary skill in the art would 
have interpreted Yu's statement to mean that Yu's blocking elements are not 
distributed so as to obtain a precise positioning of the beads as a function of their 
diameters.and are not distributed so as to constitute wells intended to receive 
beads of a first preset diameter and spaces between the wells intended to 
receive beads of a second preset diameter". Applicant also argues that "Irregular 
patterns of blocking elements cannot reasonably be expected to block smaller 
diameter spherical beads in the interstices between the blocking elements at 
preset location in an ordered way". Examiner maintains that Yu does teach the 
posts ['blocking elements'] forming cavities ["wells'], as shown in the art rejection 
above, the wells and the spaces between the wells being capable to retain 
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['position'] the beads precisely in the wells and/or between the wells as a function 
of the bead diameters, due to different intervals between the posts, and in the 
order defined by a post pattern. 

Applicant further argues that "one advantage of this bead-trapping design is 
the way fluid is able to flow freely around the sides of the beads ...This is 
enhanced by minimizing the cross-sectional areas of the posts ...Needless to 
say, Yu teaches persons having ordinary skill in the art to minimize the cross- 
sectional areas of the blocking elements relative to the interstices between the 
blocking elements. Accordingly, Yu teaches away from blocking elements having 
traverse two- dimensional cross-sections larger than the traverse two- 
dimensional cross-sections of either the wells in the cavity or the spaces between 
the wells in the cavity". Examiner notes that, first, "minimizing" is a relative term. 
Second, the ability of a fluid to flow freely around the beads is defined by many 
factors, mostly, by operating parameters (not having patentable weight in the 
claims to apparatus). Third, minimizing the post cross-sections does not preclude 
employing the structures having the instantly recited cross-sectional structure. 
Fourth, such structure is not supported by the original disclosure (see the 
rejection above). Finally, a disclosure of a preferred embodiment does not 
constitute "teaching away". 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
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See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Natalia Levkovich whose telephone number is 
571-272-2462. The examiner can normally be reached on Mon-Fri, 2 p.m. -10 
p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jill Warden can be reached on 571-272-1267. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



/Jill Warden/ 

Supervisory Patent Examiner, Art Unit 1797 



